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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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DETAILED ACTION 
Double Patenting 

1. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

2. Claims 17-30 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 4 - 17 of copending Application No. 09/842,899 (US 
2002/0160748). This is a provisional double patenting rejection since the conflicting 
claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 
1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 



Application/Control Number: 09/695,921 Page 3 

Art Unit: 2665 

to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

2. Claims 1 - 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tsoukas et al. (WO 97/41654) in view of Dennis (WO 99/33293). Regarding claims 1 , 4 
7 and 17, Tsoukas et al., in the analogous filed of communications, discloses a method 
for service negotiation which includes receiving a request for service negotiation, 
obtaining, from the storage, the user information associated with service information; 
obtaining, from storage, accessing a logically linked dynamic storage in accordance with 
the request; network information associated with user information (p. 2 line 2 - 24); 
comparing the service information and user information with the associated network 
information; and providing the requested service based on the comparison (p. 2 line 19 
- p. 3 line 25). 

Tsoukas et al., teaches receiving the request does not teach the details of 
service creation. Dennis, in the analogous field of communications, teaches the detailed 
steps of service creation (p. 7 line 11 - page 19 line 2) for a wireless network (fig. 1 
103) with consolidated service control point (fig. 1 109) and database (fig. 1 110). 

One skilled in the art of communications would recognize the advantage of 
creating, receiving and using user information to customize data for a specific user and 
updating such information. It would have been obvious for one of ordinary skill in the art 
at the time of the invention, when presented with the work of Dennis, to include the 
customer profile features of Dennis to the system of Tsoukas, with the motivation being 
to arrive at a system that improves service to the user by transmitting information that 
the user has requested. 
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3. Regarding claim 2, 5, Tsoukas et al. teaches the step wherein the logically linked 
dynamic storage is dynamically updated in accordance with the user, service and 
network information (p. 2 line 2 - p. 3 line 15). 

4. Regarding claim 3, 6, 11, 15, Tsoukas et al. teaches the step of providing the 
requested service is performed by accessing the logically linked dynamic storage 
without having to access any other portions of the network to minimize signal 
overloading (p. 2 line 2 - p. 3 line 15). 

5. Regarding claims 8, 23, Tsoukas et al. also teaches periodically updating the 
network and user information (p. 3 line 26 - p. 6 line 7). 

6. Regarding claim 9, Tsoukas et al. discloses the limitation wherein the dynamic 
storing includes storing network information into at least a first database (p. 4 line 6 - 
line 25 MDC and service processing means). 

7. Regarding claim 10, Tsoukas et al. discloses the limitation wherein the dynamic 
storing includes storing user information into a second database (p. 3 line 30-31, 
database of customer - defined profiles). 

8. Regarding claim 12, Tsoukas et al. and Dennis discloses all the limitations of the 
claim as noted above for claims 1 , 4, 7 and 9. 

9. Regarding claim 13, Tsoukas et al. discloses all the limitations of the claim as 
noted for claim 12. 

10. Regarding claim 16. Tsoukas et al. discloses the limitation further comprising the 
step of periodically updating at least the first database with updated network and user 
information (p. 4 line 6 - 25). 
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11. Regarding claims 18, 20, Tsoukas et al. discloses the limitation including a first 
database having the network information dynamically stored therein (p. 4 line 6 - line 25 
MDC and service processing means). 

12. Regarding claims 19, 21, Tsoukas et al. discloses the limitation including a 
second database having the user information dynamically stored therein (p. 3 line 30- 
31 , database of customer - defined profiles). 

13. Regarding claim 22, Tsoukas et al. teaches the step wherein the central 
processing node compares the network information and the user information without 
having to access any other portions of the wireless network (p. 2 line 2 - p. 3 line 15; 
MDC and service processing means). 

14. Regarding claim 24, Tsoukas et al., in the analogous filed of communications, 
discloses a system for service negotiation in a wireless network, at least a first database 
storing network information and user information and a central processing node 
processing user requests by accessing the first database, comparing the requests with 
the network information and the user information dynamically stored in the first 
database, and providing the requested services to the users based upon the 
comparisons, (p. 3 line 26 - p. 4 line 29). 

15. Regarding claim 25, Tsoukas et al. teaches the limitation wherein the first 
database has the network information and the user information dynamically stored 
therein, the network information being wireless information (p. 4 line 6 - 25). 

16. Regarding claims 14, 26, Tsoukas et al. teaches the further comprising: a second 
database network information dynamically stored therein; and wherein the central 
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processing node compares the requests with the network information and the user 
information stored in the first and second databases. Tsoukas et al. also teaches the 
limitation of a second database having Web-based network information dynamically 
stored therein (p. 3 line 26 - p. 6 line 4). 

17. Regarding claim 27, Tsoukas et al. teaches the limitation wherein the central 
processing node accesses the first database without having to access any other 
portions of the wireless network (p. 2 line 2 - p. 3 line 15). 

18. Regarding claim 23 and 28, Tsoukas et al. teaches the limitation wherein the 
central processing node periodically updates at least the first database with updated 
network and user information (p. 3 line 26 - p. 6 line 7). 

19. Regarding claim 29, Tsoukas et al. teaches the limitation wherein the first 
database has a plurality of portions being physically distributed throughout the entire 
wireless network, the distributed portions being connectively linked with the central 
processing node (p. 5 line 2 - 7). 

20. Regarding claim 30, Tsoukas et al. teaches the limitation wherein the central 
processing node includes the first database (p. 5 line 2 - 7). 

Citation of Relevant Prior Art 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Welling, Jr. et al. (US 6,181,927), Lohtia et al. (US 2003/0211845), Sladek et 
al. (US 6,622,016), Bouvier et al. (US 6,430,276), Huotari et al. (US 6,044,264) 
Hoffpauir et al. (US 6,625,274), Jellema et al. (US 6,351,646), Ablay et al. (US 
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6,002,941) disclose aspects of service creation and negotiation and database 
management in a wireless network. 

Examiner Information 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Baranyai whose telephone number is (703) 
305-8707. The examiner can normally be reached on Monday-Thursday: 6:30am- 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Huy Vu can be reached on (703) 308-6602. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 
Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-9700. 
Lb 
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